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BY FREDERICK T. BILLS
It is well known that copyright attaches to architectural works. Under the Copyright Act, an “architectural work” is the
design of a building as embodied in any tangible means of expression. See 17 U.S.C. §101. This includes the actual building,
plans, and specifications, as well as models or photographs. Under the Act, the author of an architectural work has the exclusive
right to reproduce the work, i.e., (1) make copies of the drawings, (2) make copies of the specifications, and (3) since 1990,
construction of buildings based on the plans and specifications. See 17 U.S.C. §106. Perhaps more importantly, the Act grants
the author the exclusive right to prepare derivative works, i.e., (1) authorize the construction of additional buildings based on the
original plans and specifications, and (2) prepare new drawings that reuse the architect’s protected details. Id.
Registering an architectural work is relatively simple and straightforward. An application contains three essential
elements: (1) a completed application form, (2) a nonrefundable filing fee, and (3) a nonreturnable deposit. There are two ways
to apply for copyright registration. Online registration through the electronic Copyright Office (eCO) and via paper forms. A
single application can cover only a single architectural work, whether it is published or unpublished. A group of architectural
works cannot be registered on a single application form.1
But what does the Act require of design professionals to offer the greatest amount of protection against and remedies
for copyright infringement? Too often in my career as a litigator, I have found that design professionals are not motivated to
register architectural works under the Act until infringement activities are suspected. At that point, the statutory remedies
otherwise available to design professionals may no longer be present. Design professionals need to be wary of two different
statutory requirements under the Act which strongly encourage early registration of all architectural works.
The Act provides that “no civil action for infringement of…[c]opyright in any United States work shall be instituted
until…[r]egistration of the copyright claim has been made in accordance with (the Act).” See 17 U.S.C. §411(a). Registration of
an architectural work is a precondition to filing a claim under the Act, and a claim for copyright infringement will be dismissed
where a plaintiff fails to meet the precondition. See Fourth Estate Pub. Benefit Corp. v. Wall-Street.com LLC, 856 F.3d 1338, 1341
(11th Cir. Ct. 2017). Registration does not occur until “the Register registers the claim.” Id. But what does it mean for a claim to
be registered by the Register? The answer may surprise you.
Courts interpreting 17 U.S.C. §411(a) are split regarding its requirements. The “application approach” holds that
an architectural work is “registered” on the date that a design professional submits the requisite fee, deposit, and application
to the Copyright Office, whereas the “registration approach” holds that an architectural work is only “registered” when the
Copyright Office passes on the submitted documentation of the applicant.2 The Sixth Circuit Court of Appeals, having appellate
jurisdiction over Ohio, has yet to address the jurisdictional split, but several District Courts within the Sixth Circuit have adopted
the “registration approach.” 3
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For more information on how to register an architectural work under the Copyright Act, please visit https://copyright-application-online.com/
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See Chicago Bd. of Substance, Inc., 354 F.3d 624, 631 (7th Cir. 2003) for a decision representative of the “application approach” and La Resolana Architects, PA v. Clay Realtors Angel
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Fire, 416 F.3d 1195, 1202-04 (10th Cir. 2005) for a decision representative of the “registration approach.”
See, for example, Schenck v. Orosz, 2013 U.S. Dist. LEXIS 160690 (M.D. Tenn. 2013) (“[T]his court, along with the other district courts within this circuit to have addressed the issue,
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has adopted the registration approach.”).
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While the substance of the jurisdictional split may appear minor on the surface, the date on which “registration” is
determined can have major consequences for design professionals. For example, imagine a scenario in which an owner has
terminated the architect of record after 100% CDs but during construction. The architect then learns that the owner hired a new
design firm to modify the construction documents and perform administration services. Fearing its copyrighted work is being
infringed, the architect registers the instruments of service with the Copyright Office and later files suit against the owner. Under the
“application approach,” the architect has a valid claim if its registration is accepted by the Copyright Office. Under the “registration
approach,” however, the architect does not have a valid claim of infringement until the application is reviewed and approved, which
may be several months after the documentation is submitted. The split in jurisdictions over when registration occurs is a strong
incentive for design professionals to register its architectural works with the Copyright Office upon 100% CDs.
Similarly, recovery of damages under the Act may be limited by the date on which architectural works are registered with
the Copyright Office. Under the Act,
[N]o award for statutory damages or of attorney’s fees, as provided by sections 504 and 505 shall be made for:
(1) any infringement of copyright in an unpublished work commenced before the effective date of its registration; or
(2) any infringement of copyright commenced after first publication of the work and before the effective date of
its registration, unless such registration is made within three months after the first publication of the work.
See 17 U.S.C. §412. In other words, the two most significant damages available for recovery under the Act, statutory damages and
attorneys’ fees, may only be sought for acts of copyright infringement that occur after an architectural work has been registered.
But when does an act of copyright infringement commence?
In Johnson v. Jones, 149 F.3d 494 (6th Cir. Ct. 1998), an architect was hired to design a house for its client. The owner
later terminated the architect and hired a new design professional to complete the design and construction of the home. The new
design professional traced the architect’s floor and foundation plans and used the architect’s drawings and site plan. Just one
month after the design professional’s infringement activity began, the architect registered its plans with the Copyright Office. The
Sixth Circuit Court of Appeals was tasked with identifying when the infringement activity commenced to determine if the architect
was entitled to statutory damages and attorneys’ fees. The Sixth Circuit held that the infringement activity commenced when
the first act in a series of acts constituting infringement by the replacement design professional occurred. Thus, the fact that the
infringer committed the first act of infringement one month prior to the date of registration by the architect caused the architect to
forfeit recovery of statutory and attorneys’ fees pursuant to 17 U.S.C. §412. The Sixth Circuit reasoned that Congress intended to
provide copyright owners with an incentive to register “[e]arly and often…[and]…potential infringers with an incentive to check
the federal register” before agreeing to take over a project and use architectural works created by another design professional. See
Johnson at 505. The Court determined that the statutory intent would be thwarted if it found that infringement is commenced each
time an infringer commits an act in a series of ongoing acts. Id.
The Johnson decision is problematic for several reasons, not the least of which it appears to favor the infringer over the
original designer. However, the decision is consistent with the universally accepted position that the legislative intent of the Act is
to encourage consistent and early registration of architectural work in order to create a uniform system where registered works
may be checked for copyright protection.
Given the impact the “registration approach” of 17 U.S.C. §411(a) and the “commencement date” of copyright infringement
activity under 17 U.S.C. §412 have on the viability of a claim for infringement and the damages available thereunder, it is important
that design professionals protect their copyright in the instruments of service and apply for copyright registration at 100% CDs.
The overly common practice of waiting to register architectural works until infringement activity is suspected is not enough. While
it may not foreclose the ability to bring a claim of infringement, it can restrict the effectiveness of such claims and significantly limit
the damages available under the Act. n
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OFCC “EXHIBIT A - A/E STANDARD TERMS & CONDITIONS”
REVISITED
BY DAVID T. PATTERSON
In the Spring 2018 Architects & Engineers Newsletter provisions of the OFCC Owner/Architect Agreement regarding
risk management provisions were discussed. The scope of this article is to address other provisions that are unique to the OFCC
documents that affect architects and engineers. Some of the provisions are inconsistent and raise questions as to how they could
be interpreted. Other provisions provide unique rights to the OFCC. Exactly how these provisions are going to be interpreted is
unknown since there simply has not been enough experience with them. It is my intent to at least make architects and engineers
aware of these provisions, which are substantially non-negotiable.
STANDARD OF CARE
Article 1 §1.9 of Exhibit A – A/E Standard Terms and Conditions (“Terms and Conditions”) sets forth the A/E standard of
care. That provision states the following:
… the A/E shall perform its Services consistent with the professional skill and care ordinarily
provided by registered architects, landscape architects, or professional engineers, and
professional surveyors in the same or similar locality under the same or similar circumstances.
However, there is a potential inconsistency in that Article 9 §9.4.2 states, “The parties to the Agreement should comply
with all Applicable Law.” The A/E standard of care does not require compliance with all applicable laws. It is possible the State
could take the position on any project that §9.4.2 requires compliance with all laws, which would include all codes and regulations
that are statutory, thus violation of same would be considered a breach of the Agreement. Whether OFCC interprets §9.4.2 to
modify the standard of care set forth in §1.9 is unknown.
CONSTRUCTION BUDGET
Article 1 §1.10.2 requires the A/E to perform its services so that the project is completed within the construction budget.
How does the A/E control this? There are many factors that affect the cost of the project, many of which are outside the control of
the A/E. Does this provision not put an undue burden on the architect to assure the cost of the project? No other form document
has a provision similar to this requirement.
COOPERATION
Article 1 §1.11.1 requires the A/E to “cooperate and coordinate fully” with consultants hired by the owner. The term
“coordinate fully” seems to place an undue burden on the A/E in regard to coordination with the owner’s consultant. In the standard
form documents, there generally is a mutuality of coordination responsibility. Further, under §1.11.3, the A/E must review the
owner’s consultant’s instruments of services. More importantly, it makes the A/E potentially liable for any defects in the owner’s
consultant’s instruments of services that were “reasonably discoverable.”
SITE DESCRIPTION
Article 2 §2.5.1 requires the A/E to make a reasonable request that the owner furnish legal description and survey of the
property. In other words, this information is not going to be furnished unless the A/E makes a reasonable request. Further, under
§2.6.1, the owner does not warrant the accuracy of such owner provided information, but the A/E has a right to rely to the extent
that reliance is consistent with the A/E standard of care.
CONSULTANTS
Article 3 §3.1.5 allows the Contracting Authority to communicate directly with the A/E’s consultants. Further, the OFCC
document continues to interfere with the A/E and its consultants by requiring payments by the A/E to its consultants within 10 days
of the A/E receipt of payment regardless of what the A/E and consultant agreement provides.
CONTINUED on pg. 4
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MODIFICATION
Article 4 §4.1.1 provides that the A/E compensation for services rendered during the extended period for project completion
to be “negotiated to reasonable satisfaction.” In other words, the A/E’s fees are not treated as an Additional Service in which how the
A/E is going to be compensated is already determined. Rather, it is subject to negotiation.
PERFORMANCE
Article 5 §5.8.1 requires that the A/E continue to perform during any dispute resolution process. The A/E has a no right of
suspension in the “Terms and Conditions.” The A/E only has a right to terminate if the State fails to pay “undisputed amounts.” It is
unlikely that the State is not going to pay undisputed amounts. The amounts not paid are going to be “disputed.” Therefore, it is highly
likely that the A/E is going to have to continue to perform services and not be able to rely on the threat of suspending services in the
event of non-payment.
INDEMNIFICATION FOR INJURY OR DAMAGES
Article 7 §7.4.2 requires the A/E to indemnify the State, including attorneys’ fees and all other arbitration expenses, arising
out of a violation of the standard of care. This is a broad indemnity provision, which includes first-party claims as well as third-party
claims. In other words, if there is a violation of the standard of care in the performance of A/E services, then the State can pursue all
of its expenses, including attorneys’ fees, against the A/E. These are damages which the State would normally not be entitled to in
a breach of contract claim. Further, §7.4.8 makes it clear that the A/E indemnification obligation survives both termination and final
acceptance of the work.
A/E DOCUMENTS AND CONTRACT DOCUMENTS
Article 9 §9.1.1 provides that the State will be the owner of the A/E’s documents. Copyright is not specifically addressed,
but under §9.1.2, the State is given an irrevocable, non-exclusive, perpetual, and royalty-free license to copy or reproduce standard
details and specifications used by the A/E for purposes related to the project. Under §9.1.3, the A/E must require of its consultants the
same obligation. §9.1.6.1 does preserve the A/E’s copyright without specifically using that term by restricting the State’s use of the
A/E documents to that project. If the State intends to use the A/E documents for another non-related project, the A/E is to be provided
with “acceptable compensation.”
TIME IS OF THE ESSENCE
Article 9 §9.7.1 requires that the A/E perform its services within the time limit set within the Agreement. The “time is of
the essence,” provision makes it a material term of the contract, the violation of such would be considered a material breach of the
Agreement. “Time is of the essence” provisions are not typical within standard form agreements between the owner and the designer.
The intent of this article is not to provide a complete analysis as to all potential nuances in the OFCC documents, but rather
give some insight as to provisions within the OFCC document that differ from what architects and engineers may be used to seeing. n
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